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Art Unit: 1621 

DETAILED ACTION 
Claim Rejections - 35 USC §112 1 

Claims 1-15 are rejected under 35 USC 112, second paragraph, as failing to 
particularly point out the claimed invention. The terms "sorboyl" and "benzoyl" are not 
ionic groups as would be required by the "R 3 "" group which confuses the claims. It 
appears that "sorbate" and "benzoate" are intended 2 The parenthetical expression 
"(trans, trans CH 3 -CH=CH=CH=CH-COO)" is superfluous and inaccurate. It does not 
appear to help define the claim since "sorbate" is a known group having an art 
recognized structure. Moreover, the structure given mistakenly contains an additional 
double bond and a nonexistent pentavalent carbon. It is suggested that "(trans, trans 
CH 3 -CH=CH=CH=CH-COO)" be deleted. In claims 2-12 it is unclear what is actually 
being claimed. If compositions are intended, then a least two components need to be 
recited. As written, the claims read on the compounds per se. Moreover, it is not clear 
what applicants would or would not considered to be within the purview of "a food", "an 
animal feed", "a cosmetic", "an industrial product", "a requisite", "a packaging", "a drug", 
"a preservative", "a surface treatment" or "food or hospital products". 

1 The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 112 
that form the basis for the rejections under this section made in this Office action: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same, and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2 It would appear that the same misnaming appears in the specification and should be corrected 
likewise. 
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Claim 15 is rejected under 35 USC 112, second paragraph, as failing to 
particularly point out the claimed invention. There is no actual process step recited, 
merely the intended result of unidentified processes. There is no indication of actual 
reactants or reaction condition contemplated. It is not clear if "quaternary ammonium" is 
limited to only those moieties within the purview of claim 1 since the term literally reads 
on moieties outside the purview of claim 1. 

Claim Rejections - 35 USC § 102 3 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by USP 
4,804,492. Note the examples and the method of preparation set forth in last full 
paragraph of column 5. As to claims 2-12 that recite intended use, it is considered that 
the claims read on the prior composition. First, some of the intended uses are 
specifically taught by the reference. Second, as pointed out above, the claims read on 
the compounds per se. Third, the recitation of and intended use does not define a 
composition different from the prior art composition. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 55- 
115439. The reference teaches a composition comprising potassium sorbate and 
Ci4H29(PhCH 2 )NMe 2 + Cr in water 4 This composition would inherently form the claimed 



3 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



4 Note the abstract provided. While an abstract is provided, the rejection is over JP 55-1 15439. 
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compound. As to claims 2-12 that recite intended use, it is considered that the claims 
read on the prior composition. First, some of the intended uses are specifically taught 
by the reference. Second, as pointed out above, the claims read on the compounds per 
se. Third, the recitation of and intended use does not define a composition different 
from the prior art composition. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by USP 
4,585,795. The reference teaches a composition comprising sorbic acid and BAC or 
DMC, note the first complete Table in column 4. This composition would inherently form 
the claimed compound. As to claims 2-12 that recite intended use, it is considered that 
the claims read on the prior composition. First, some of the intended uses are 
specifically taught by the reference. Second, as pointed out above, the claims read on 
the compounds per se. Third, the recitation of and intended use does not define a 
composition different from the prior art composition. 

Claim Rejections - 35 USC § 103 s 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USP 4,804,492 optionally in view of USP 3,361,794. USP 4,804,492 is applied as 
above. In addition to the examples, the reference generically teaches the claimed 



5 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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compounds, note compound within the purview of formula (I). The reference does not 
specifically exemplify the instant compound. However, the generic teaching indicates to 
one of ordinary skill in the art that species falling within the generic disclosure, including 
the instantly claimed compound, would possess the prior art use. It is well within the skill 
of the artisan to select among the alternatives of the reference to afford compounds 
possessing the prior art use, In re Lemin, 141 USPQ 814. Also, the reference discloses 
homologues of the claimed compounds. Homologues are a class of compounds differing 
only by methylene linkages and possessing similar structures. Compounds of a 
homologous series are recognized as possessing a community of properties in common. 
Accordingly, it would have been obvious to one or ordinary skill in the art the interchange 
of these homologous substituents in the prior art compound would afford closely related 
structures and compounds possessing similar properties. As to the claims that recited an 
intended use, this is not seen to distinguish the claims form the prior art composition as 
pointed out above. In addition it is known in the art that the properties of the prior 
compounds make them suitable for a variety of uses. As is shown by USP 3,361,794 
such properties make such compounds suitable for use in the applications listed in the 
bottom portion of column 3. In view of the close structural similarity of the compounds of 
USP 3,361,794, one would readily recognize that the compounds of USP 4,804,492 
would be suitable in the same applications. 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
55-115439. JP 55-115439 is applied as above. In addition to the examples, the 
reference generically teaches the claimed compounds, note the compounds within the 



Application/Control Number: 1 0/730, 1 80 Page 6 

Art Unit: 1621 

purview of the quaternary ammonium moiety. The reference does not specifically 
exemplify the instant compound. However, the generic teaching indicates to one of 
ordinary skill in the art that species falling within the generic disclosure, including the 
instantly claimed compound, would possess the prior art use. It is well within the skill of 
the artisan to select among the alternatives of the reference to afford compounds 
possessing the prior art use, In re Lemin, supra. Also, the reference discloses 
homologues of the claimed compounds. Homologues are a class of compounds differing 
only by methylene linkages and possessing similar structures. Compounds of a 
homologous series are recognized as possessing a community of properties in common. 
Accordingly, it would have been obvious to one or ordinary skill in the art the interchange 
of these homologous substituents in the prior art compound would afford closely related 
structures and compounds possessing similar properties. As to the claims that recited an 
intended use, this is not seen to distinguish the claims form the prior art composition as 
pointed out above. 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USP 4,585,795. USP 4,585,795 is applied as above. In addition to the examples, the 
reference generically teaches the claimed compounds, note compounds within the 
purview of the quaternary ammonium moieties disclosed in column 2. The reference does 
not specifically exemplify the instant compound. However, the generic teaching indicates 
to one of ordinary skill in the art that species falling within the generic disclosure, including 
the instantly claimed compound, would possess the prior art use. It is well within the skill 
of the artisan to select among the alternatives of the reference to afford compounds 
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possessing the prior art use, In re Lemin, supra. Also, the reference discloses 
homologues of the claimed compounds. Homologues are a class of compounds differing 
only by methylene linkages and possessing similar structures. Compounds of a 
homologous series are recognized as possessing a community of properties in common. 
Accordingly, it would have been obvious to one or ordinary skill in the art the interchange 
of these homologous substituents in the prior art compound would afford closely related 
structures and compounds possessing similar properties. As to the claims that recited an 
intended use, this is not seen to distinguish the claims form the prior art composition as 
pointed out above. 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USP 3,361,794. The reference discloses homologues of the claimed compounds, note 
the compounds embraced the formula of column 1. Homologues are a class of 
compounds differing only by methylene linkages and possessing similar structures. 
Compounds of a homologous series are recognized as possessing a community of 
properties in common. Accordingly, it would have been obvious to one or ordinary skill in 
the art the interchange of these homologous substituents in the prior art compound would 
afford closely related structures and compounds possessing similar properties. 

Conclusion 

The remaining references are cited as of interest. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael L. Shippen whose telephone number is (571) 
272-0647. The Examiner's normal tour of duty is 7:30 AM to 4:00 PM. Any inquiry of a 
general nature or relating to the status of this application should be directed to the 
Group receptionist whose telephone number is (571) 272-1600. The official group FAX 
machine number is 571-273-8300. 



MShippen 
December 26, 2004 
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